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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

;; A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TQ.EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, , 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. ! : 

; *J£ - Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 

^ after SIX (6) MONTHS from the mailing date of this communication. 
; , -. If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
, - Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
£• ' Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any - 
J£ earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

v. Responsive to communication(s) filed on 24 May 2007 and 28 September 2007 . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 213. 

disposition of Claims 

\ 4)E3 Claim(s) 1-53 and 57-61 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

/\ 5)K Claim (s) 49 is/are allowed. 

^ 6)[3 Claim(s) 1. 3-10. 15. 19-26. 29-35. 40. 41. 44. 50. 57. 60. and 61 is/are rejected. 

7M Claimfe) 2. 1 1-14. 16-18.27.28.36-39.42.43.45-46.51-53.58 and 59 is/are objected to. 
$ 8)D Claim (s) are subject to restriction and/or election requirement. 

•it - ! 

Application Papers 

9)D The specification is objected to by the Examiner. 
: t0)E3 The drawing(s) filed on 15 April 2004 is/are: a)S accepted or b)D objected to by the Examiner. 
^ Applicant may not request that any objection to the drawing(s) b6 tield in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 
V 11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of fhe priority documents have been Received. ' 
2.D Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 

i 1 . In view of the After Final 'Amendment fjteto' on 24 1 

filed on 28 September 200?, PROSECUTION IS HEREBY REqPENE.D. New 

rejections are set forth below. Newly identified reference to Moijita USPN 

<! .! :.; ' • ! - ! ■ ' ; i ; ; :•• / / i ! 

5,274,482 warrants rejections as set forth below; '! ; I I 

2. To avoid abandonment of ^he application, appellant must ejcercise one of the 
following two options: •! l| • 

(1) file a reply under 37 CFR 1.111 (if this Office action isj non-final) or a 
replyiunder 37 CFR 1 .1 13 (if this Office action isfinali; or, 

(2) initiate a new appeal by filing 3 notice of appeal under 37 CFR 41 .31 

"'! \' ■ . • • * \ 

followed by an appeal brief under 37 CFR 41 .37. } The previously paid 

•i 

notice, of appeal fee and appeal brief fee can be applied to the new 
appeal. If, however, the appeal fees set forth in 37 C^R 41 .20 have 
been increased since they Were previously paid, then appellant must 
pay the difference between the increased fees and thp amount 

> ; ' 

! 

previously paid. \ ! 

. : ' \ is 

3. A Supervisory Patent Examiner (SPE) has approved ;of reppenitig prosecution by 
signing below: .j, jj I 
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P 

Claim Rejections ■ 35 USC § 112 

f 1 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

5. The specification shall conclude with one or more claims particularly pointing out; and distinctly 
claiming the subject matter which the applicant regards as his invention. j 

6. Claims 22 and 23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly clajm tijie' subject matter 



which applicant regards as the invention. 



1 1 



7. Regarding Claim 22, the self-claim dependency renders the claim indefinite. 
Applicant has explained that the claim properly should depend from Claim 21 . 

' 'f- . ! *t • 

Should applicant amend Claim 22 in this manner, the rejection vyould be 

■'" ' ■ • V ■ I ' 

withdrawn. "-is 

Claim Rejections - 35\ USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35; U.S.C. 102 that 
form the basis for the rejections under this section made in (this pffice action: 

9. A person shall be entitled to a patent unless - i( 

10. (b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. i 

I 

:: 11. Claims 1, 3-10, 15, 19-22, 25, 26, 40, 44, 50, 57, 60, and 61 arej rejected under 
35 U.S.C. 102(b) as being anticipated by Morita et al USPN 5,^74,482. Morita 
et al. teaches a tantalum structure of a matrix array substrajte comprised of a 

! : : ' ! 

. ! ,i 

MIM element having a continuous Ta layer comprised of contiguous bec (1 7b) 
and non-bec (17a) portions. These portions are formed on different layers. The 
alpha form is disposed on ITO (1 4) and the beta form is. disposed on alkali 
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Application/Control Number: ; Page 4 

10/825,841 ;< i 

Art Unit: 1794 '] 1 

'i 

protection film which is disposed on glass (10). The ITO layer is formed by 
sputter deposition. Morita et al. characterizes the ITO as aibcc^phase-tantalum 

'i 

forming region (col. 3, lines 35-52). The ITO is disposed over alkali-protection 

; ■ m f • ; 

film, which is the second layer. The non-bcc; portion of the Ta layer is etched. 

'i 

Voltage bias is applied in making structure of Morita: These structures are 
described as being used in LCDs which have what can be called chamber layers 
to form the LCD device, and such layers must be formed. See Morita et al. (col. 
3, line 16 through col. 8, line 2; Figures 2-5; and Claims 1-12). J 

it 

Claim Rejections -35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms th| basis for all 
obviousness rejections set forth in this Office action: 

!■ h ' »*' [ • 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious atthe time the invention was made to a person having ordinary : : skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by thejpianner in which the 
invention was made. . jj 

13. The factual inquiries set forth in Graham y. John Deere Co. . 383 U.S. 1 , 148 

! 5 

USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 1 03(a) are summarized as follows; : 

ii 

1 . Determining the scope and contents of the prior act. 

2. Ascertaining the differences between the prior art and the claims at 
iss v ue. ,i • .- •; l 

3. Resolving the level of ordinary iskill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. I 

14. Claims 5, 19, 20, 24, and 29-35 are rejected under 35 U.S.C. 1(|3(a) as being 

ti 

unpatentable over Morita et al. USPN 5,274,482. Morita et al. tfeaches a 

« ■ *» 

I 
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tantalum structure of a matrix array substrate comprised of a MIM element 
having a continuous Ta layer comprised of contiguous bcc (17bj and non-bcc 
(1 7a) portions. These portions are formed on different layers, the alpha form is 
disposed on ITO and the beta form is disposed on alkali protection film which is 
disposed on glass. The ITO layer is formed by sputter deposition. Morita et al. 

i 

: characterizes the ITO as a bcc-phase-tantalum forming region, arid the ITO is 
disposed over alkali-protection film, which is the second-layer. The non-bcc 
portion of the Ta" layer is etched. Voltage bi^fs is applied in 'making structure of 
Morita. See Morita et al. (col. 3, line 16 through col. 8, line 2; Figures 2-5; and 
Claims 1-12). With respect to Claims 5, 1 9, 34, and 35, Morita rinay not teach 
forming the alkali protection film and/or glass substrate. It would have been 
Obvious to one of ordinary skill in the art at the time of the invention to fabricate 
such a film on a glass substrate were the glass substrate to lack such a fi|m or to 
form the glass substrate and film were the starting material, of Morita desired and 

; : !j l 

otherwise unavailable since Morita suggests that Morita's starting materials are 
effective. The resulting non-conductive alkali protective film would be expected 
to have inherent dielectric properties. With respect to Claim 24, Morita may not. 
teach the claimed plasma etching regime, but teaches a type off plasma etching 
regime. It would have been obvious to one of ordinary skill- in the art at the time 
of the invention to use any conventional plasma etching regime that is effective. 
Regarding Claims 29-33, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to clean and/or pre-deap surfaces to be 



Best Available Copy 

Application/Control Number: Page 6 

10/825,841 ij : 

Art Unit: 1794 ; 

subsequently treated and/or coated by any conventional technique, including by 
the claimed conventional techniques. 

Allowable Subject Matter 

15. Claim 49 is allowable 

16. Claims 2, 11-14, 16-18, 27, 28, 36-39, 42, 43, 45-48, 51-53, 58, and 59 are 
objected to as being dependent upon a rejected base claim, but would be 

allowable if rewritten in independent form including all of the limitations of the 

. r . : :: ' • 

base claim and any intervening claims; 

17. Claim 23 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 1 2, 2nd. paragraph, set forth in this Office action and to 'include all of the 

: 1 . , I! ; ■ ■ 

limitations of the base claim and any intervening claims. i| 

18. The subject matjter of Claims 2, 1,1-14, 16-1$, 23, 27, 28, 36-39 t 42, 43, 45-49, 
51 -53, 58, and 59 is allowable. The limitations set forth in these claims relate to 
structures and compositions that are not taught or suggested by the reviewed 

i 

prior art. .,• J • 

Response to Amendment f 

19. Applicant's amendments and arguments, as set forth in the After Final 

Amendment of 24 May 2007, and arguments, as set forth in the;Appeal Brief of 

ij ' 

28 September 2007, are satisfactory for overcoming the, various' rejections set 
forth in the Office Action mailed On 28 February 2007. As such, the After Final 
Amendment of 24 May 2007 has been entered, and those rejections are 
therefore withdrawn. Withdrawal of rejections over Seet USPA 2004/0131878 is 
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warranted in view of applicant's argued for and reasonable [interpretation of the 
* claims which precludes the claims from reading on the methods; and structures of 



Seet. 

20. Applicant was contacted on 21 December 2007 in order to place the application 
in condition for allowance prior to the Examiner being aware of Morita. 
$ ? 21 . Consideration of Morita has resulted in withdrawal of indication of allowable 
| subject matter of certain claims previously indicated as having allowable subject 

ir matter in the Office Action mailed on 28 February 2007;!: ' 

Conclusion 1 



J (571 ) 272-1 539. The examiner can normally be reached oh Monday through 

ikM'i'- • ' il' i . 

Friday. . 



22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 



t 



23. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on (571) 272-3186. The lax phone 
number for the organization where this application or proceeding is assigned is 



>{?i$*'.' : 571-273-8300 



i 
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24. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR 

• • •;: : : 

only. For more information about the PAIR system, see http://pair- 

: r ■ ■■ ji '.!•'•• 

direct.uspto.gov. Should you have questions! on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866^21 7-91 97 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571 -272-1 000. 



Michael La Villa LaMJU^ 
21 December 2007 , 

MICHAEL E. LAVILLA PH.D. 
PRIMARY EXAMINER 



/Rena L. Dye/ 

Rena L. Dye, SPE Art Unit 1 794 
21 December 2007 



